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DETAILED ACTION 

This office action is responsive to amendment filed on 09/07/2004. 

Response to Amendment 

The examiner has acknowledged the cancellation of claims 1 - 20, and the 
submission of new claims 21 - 34. 



Response to Arguments 

Applicant's arguments with respect to claims 21 - 34 have been considered but 
are moot in view of the new ground(s) of rejection. 



Specification 

The amendment filed on 07/26/2004 is objected to under 35 U.S.C. 132 because 
it introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: In another embodiment, a 
server processes electronic mail communication with clients over a distributed 

computing network. The server includes a memory the electronic mail 

message to the list of recipients (page 5, second paragraph). 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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Claim Objections 

Claim 1 is objected to because of the following informalities: It is suggested to 
delete " an " (claim 21, line 1). Appropriate correction is required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 24 - 29 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Regarding claim 24, the limitations of "a memory storing an instruction set, 
templates, rules for settings, group names associated with a plurality of registrants, and 

mail addresses related and transmit the electronic mail message to the list of 

recipients (claim 24) " were not described in the original specification. Such limitations 
were not originally disclosed. Therefore, one skilled in the art would not how to make 
and/or use the invention. 

Claims 25 - 29 are necessarily rejected as being dependent upon the rejection of 
claim 24. 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 27 recites the limitation "the user" in line 2. There is insufficient 

antecedent basis for this limitation in the claim. A - user - has not previously been 

identified. 

Claim 28 is necessarily rejected as being dependent upon the rejection of claim 

27. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 21 - 23 and 30 - 34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by lida Hiroshi (JP-A 5-219103; hereinafter lida). 

Regarding claims 21 , 23, and 30, lida teaches a method and apparatus for 
composing electronic mail message (fig. 1) comprising the steps of composing a body 
of a message (para. 001 3; lida discloses that a user can input a message or can set up 
various kinds of conditions, which reads on the claim limitation since applicant fails to 
mention that such step is being done without user's intervention); selecting registrant 
data for a prescribed area (para. 0014; lida discloses that if a group's destination is 
described here, email will be transmitted to the each people destination belonging to the 
group); selecting attributes and a setting for association with the body of the message, 
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the attributes and the setting for determining a list of recipients of the message 
according to the registrant data in the prescribed area (paras. 0015 and 0019; lida 
discloses that when the group destination is described by destination information , once 
developing the group destination described by the individually-addressed point group, 
this individually-addressed point is replaced with the group destination described by the 
destination information in an e-mail sheet, and mail for the number which should 
transmit is create); and sending the message to the list of recipients (para. 0016; para 
0019, lines 11-12; and para. 0020; lida discloses that mail for the number which 
should transmit original mail had been created by this. The usual transmitting 
processing is performed at the step after this). 

Regarding claim 22, lida teaches a method for composing electronic mail 
message (fig. 1), wherein the attributes are a group name, file name and template 
(paras. 009-0014). 

Regarding claims 31 - 34, lida teaches a method for composing electronic mail 
message (fig. 1), wherein the first, second and third means is a desktop computer, and 
wherein the first means is a computer in communication with a distributed computing 
network (paras. 0009 - 001 1 ). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to' this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yves Dalencourt whose telephone number is (571 ) 272- 
3998. The examiner can normally be reached on M-TH 7:30AM - 6: 00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571) 272-4001. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Yves Dalencourt 



November 29, 2004 




